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1. 35 U.S.C. 101 reads as follows: 

Whoever invents or discovers any new and useful process, machine, manufacture, or 
composition of matter, or any new and useful improvement thereof, may obtain a 
patent therefor, subject to the conditions and requirements of this title. 



2. Claims 11 and 12 are rejected under 35 U.S.C. 101 because the 
claimed invention is directed to non-statutory subject matter. 

A) Claims 1 1 and 12 are directed to a "record carrier". As defined in the instant 
specification, tine "record carrier" terminology appears to be inclusive of a signal, 
per se [see lines 30 and 31 of page 6]. Signals, per se, are forms of energy and, as 
such, do not comprise statutory subject matter. 

B) As noted above, claims 11 and 12 are directed to a "record carrier". Even if 
the recited "record carrier" terminology were defined/construed as being limited 
to a disc type recording medium, claims 1 1 and 12 still would not define statutory 
subject matter in view that the claims, at best, describe "nonfunctional descriptive 
material" that is recorded thereon. Nonfunctional descriptive material recorded 
on such a recording medium is non-statutory in that it is not a process, machine, 
manufacture, or composition of matter. 
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3. The following is a quotation of the second paragraph of 35 U.S.C. 
112: 

The specification sliall conclude witli one or more claims particularly pointing out and 
distinctly claiming the subject matter which the applicant regards as his invention. 



4. Claims 1-12 are rejected under 35 U.S.C. 112, second paragraph, as 
being indefinite for failing to particularly point out and distinctly claim the 
subject matter which applicant regards as the invention. 

A) With respect to claim 1 (and 2-7 which depend therefrom) : 

1) Claim 1 appears to be an apparatus claim and, as such, claim 1 must 
positively set forth "structure" which distinguishes the recited apparatus 
from the prior art. Lines 6-7 of claim 1 recite: 

"characterized in that the event information is received from the playlist of 
the data stream". 

This recitation is confusing and/or indefinite because it is unclear how 
and/or if this recitation sets forth "structure" of the recited apparatus as is 
required of an apparatus claim. Clarification is needed. 



B) With respect to claim 8 : 

1) Claim 8 appears to be an apparatus claim and, as such, claim 8 must 
positively set forth "structure" which distinguishes the recited apparatus 
from the prior art. Lines 4-5 of claim 8 recite: 

"characterized in that the event information is received from the playlist of 
the video stream". 

This recitation is confusing and/or indefinite because it is unclear how 
and/or if this recitation sets forth "structure" of the recited apparatus as is 
required of an apparatus claim. Clarification is needed. 



C) With respect to claim 9 (and claim 10 which depends there from) : 

1) Claim 9 appears to be a method claim and, as such, claim 9 must 
positively set forth the "active steps of manipulation" which distinguishes 
the recited method from the prior art. Lines 8-9 of claim 9 recite: 



"characterized in that the event information is received from the playlist of 
the data stream". 
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This recitation is confusing and/or indefinite because it is unclear Inow 
and/or if tinis recitation sets forth "active steps of manipulation" of the 
recited method as is required of a method claim. Clarification is needed. 

D) With respect to claim 1 1 : 

1 ) Lines 3-4 of claim 1 1 recite: 

"characterized in that the mark is reserved for use by an application". 

It is unclear how and/or if this recitation defines the structure of the recited 
"record carrier". Clarification is needed. 



E) With respect to claim 12 : 

1) Lines 3-4 of claim 12 recite: 

"characterized in that the mark comprises further information for the 

application". 

It is unclear how and/or if this recitation defines the structure of the recited 
"record carrier". Clarification is needed. 
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5. The following is a quotation of the appropriate paragraphs of 35 
U.S.C. 102 that form the basis for the rejections under this section made in 
this Office action: 

A person shall be entitled to a patent unless - 

(b) the invention was patented or described in a printed publication in this or a 
foreign country or in public use or on sale in this country, more than one year prior 
to the date of application for patent in the United States. 



6. Claims 11 and 12 are rejected under 35 U.S.C. 102(b) as being 
anticipated by US Patent #6,052,508 to Mincev et a! for the same reasons 
that were set forth on the sixth page of the "written opinion of the 
international searching authority" (as submitted for consideration by 
applicant on 9/12/2007). More specifically: 



A) The written opinion set forth the following position: 

"Claims 11 and 12 define that the playlist comprises a "marl<" which is not 
defined either (Article 6 PCT). The claims merely describe that the mark is 
"for use by an application" or comprises "information for an application" 
which does not provide a clear explanation of the term "mark". Document 
D1 also discloses that an event in a playlist contains "mark in and mark out 
locations ... for a clip' (see col. 13, 1. 24-45) such that the record carrier 
according to claims 11 and 12 is not even novel in the sense of Article 33(2) 
PCT". 



B) The instant examiner concurs: 

The instant examiner agrees with the search authority that instant claims 1 1 and 
12 are so broadly written that they read on a conventional DVD record carrier 
having a playlist that includes "mark in" and mark out" information (as evidenced 
by Mincey et al.) 
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7. Claim 1 is rejected under 35 U.S.C. 102(b) as being anticipated by US 
Patent Document #2003/0084441 to Hunt . 

As is sinown in Figure 1, l-lunt illustrates an interactive TV system which functions 
as a "playback device" for playing (e.g., @ 16) and displaying (@ 20) and 
Interactive video/data stream that Is provided from an encoder (@ 12) wherein 
the device Includes: 

a) An encoder (@ 12) for providing the "video/data stream"; 

b) A recorder (@ 14) for recording the provided data stream on a "record 
carrier"; and 

c) A "playlisf (@ 26) which is "of the video/data stream" in the sense 
that is used to provide a "ITV event" data that is used to generate the 
"video/data stream" (e.g., via the encoder (@ 12) [Note paragraph ooos]; 

wherein the "ITV" data comprises "Java or Java Script commands " for 
execution on the receiver/display side (@ 20) of the device (i.e., wherein 
the receiver/display side must Inherently comprise a "Java processor" 
running the appropriate Java application required to execute the "Java or 
Java Script commands". 



8. Claims 2, 8, and 9 are rejected under 35 U.S.C. 102(b) as being 
anticipated by US Patent Document #2003/0084441 to Hunt for the same 
reasons that were set forth above for claim 1. 
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9. The following is a quotation of 35 U.S.C. 103(a) which forms the 
basis for all obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or 
described as set forth In section 102 of this title, If the differences between the subject 
matter sought to be patented and the prior art are such that the subject matter as a 
whole would have been obvious at the time the Invention was made to a person having 
ordinary skill In the art to which said subject matter pertains. Patentability shall not be 
negatived by the manner In which the Invention was made. 



10. Claims 1, 8, and 9 are rejected under 35 U.S.C. 103(a) as being 
unpatentable over US Patent #6,052,508 to Mincev et a! for the same 
reasons that were set forth on the sixth page of the "written opinion of the 
international searching authority" as submitted for consideration by 
applicant on 9/12/2007. More specifically: 

A) The written opinion set forth the following position: 

"Claims 1, 8 and 9 refer to "event information" which is not defined and therefore 
renders the claims unclear (Article 6 PCT). Without an appropriate clarification, the 
subject-matter of said claims does not involve an inventive step in the sense of 
Article 33(3) PCT because the retrieving of event information form a playlist of a 
video stream is readily known from document D1 (see in particular col. 11, 1. 66 - 
col. 13, 1.45). Using a Java processor for processing an application based on the 
retrieved event Information Is well-known In the art for performing platform- 
Independent processing of an application." 

B) The instant examiner concurs: 

The examiner agrees with the search authority that instant claims 1 ,8 and 9 are 
so broadly written that they read on a conventional Java processor (e.g., as 
evidenced by Mincey et al.) that is executing an application based on retrieved 
"event information" which retrieved "event information", the instant examiner 
agrees and take Official Notice, was notoriously well known in the art (i.e., given 
that "event information" has not been specifically defined and, as such, read on 
any retrieved information). 
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1 1 . The following "prior art" is noted: 



A) US Patent Document #2003/0063217 to Smith: 

Smith has been cited because it described a device that is related 
to that described in US Patent Document #2003/0084441 to Hunt 
cited/applied above [Note: Figure 1; and paragraph 0021]. 



B) US Patent #7.346.920 to Laml<in et al. : 

Laml<in at al . has been cited because it illustrates a DVD "record 
carrier" (e.g., @ 204 of Figure 2) which provided "event 
information" to a Java application being executed by a Java 
processor [Note: lines 63-67 of column 6; lines 1-29 of column 7; lines 60- 
67 of column 28]. 
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12. Any inquiry concerning tfiis communication or earlier communications from ttie 
examiner should be directed to DAVID E. HARVEY whose telephone number is (571 ) 
272-7345. The examiner can normally be reached on M-F from 6:00AM to 3PM. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Ms. Marsh D. Banks-Harold, can be reached on (571) 272-7905. The fax 
phone number for the organization where this application or proceeding is assigned is 
571-273-8300. 

Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for published 
applications may be obtained from either Private PAIR or Public PAIR. Status 
information for unpublished applications is available through Private PAIR only. For 
more information about the PAIR system, see http://pair-direct.uspto.gov. Should you 
have questions on access to the Private PAIR system, contact the Electronic Business 
Center (EBC) at 866-217-9197 (toll-free). 

/DAVID E HARVEY/ 

Primary Examiner, Art Unit 2621 
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